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DETAILED ACTION 
Response to Amendment 

1 . This correspondence is in response to the amendments filed 6/5/03. 

2. Claims 5 and 12 have been amended as requested. 

Claim Objections 

3. Claim 3 contains the trademark/trade name Europay-Mastercard-Visa. Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark 
or trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe 
a credit/debit card and, accordingly, the identification/description is indefinite. 



} 
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Claim Rejections ~ 35 USC § 102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted or an application for a patent by another filled in the United States before the invention by 
the applicant for patent, except that an international application filed under the treaty defined in 
sections 351(a) shall have the effects for purposes of the subsection of an application filed in the 
United States only if the international application designated the United States and was published 
under Article 21 (2) of such treaty in the English language. 

5. Claims 1, 2, 12, 13, and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Martineau (U.S. Patent No. 5,915,226). 

Claim 1 : Martineau discloses a smart card loading system for loading value 
over a telecommunications network onto a smart card, said smart card loading system 
comprising: 

a mobile telephone handset in communication with said telecommunications 
network, said handset including a subscriber identification module, a card reader for 
communicating with a smart card, which is separate from the subscriber identification 
module of the mobile telephone handset, arranged to be inserted in said handset, and 
an input interface for indicating a value to be loaded onto said smart card, said handset 
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being arranged to generate a request message to load said value onto said smart card 
(Col. 5, lines 18-54); 

a gateway computer arranged to receive said request message from said 
handset over said telecommunications network and to retransmit said request message 
(Col. 3, lines 23-25, and col. 4, lines 16-61); 

a funds issuer computer arranged to receive said request message and to debit 
a consumer account associated with said smart card (Col. 2, lines 1-5); and 

an authentication computer arranged to receive said request message and to 
authenticate said smart card, whereby said smart card may be authorized to load said 
value (Col. 2, lines 1-20, col. 3, line 63-col. 4, line 15). 
2. Martineau discloses a smart card loading system as recited in claim 1 . 
Martineau also discloses wherein said telecommunications network is a wireless 
network (Abstract, col. 1, lines 14-20, col. 19, line 39-col. 11, line 15, col. 12, lines 19- 
42, and col. 12, lines 34-48. 

Claim 12: Martineau discloses a method of loading value over a 
telecommunications network onto a smart card, said method comprising receiving at a 
mobile telephone handset with a subscriber identification module a request from a user 
to load a value into a stored-value application of said smart card inserted in said 
handset; generating a funds request message which includes said value and an 
authorization certificate; sending said funds request message over said 
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telecommunications network to a funds issuer computer arranged to authenticate said 
second application and to generate an authentication response certificate; receiving 
through the mobile telephone handset to the smart card a response message which 
includes said authentication response certificate; validating said authentication 
response certificate as was discussed above in claim 1 . Martineau also discloses 
loading additional value into the smart card, and consequently, it is implying opening a 
second application on said smart card (Col. 6, line 4-29) in order to apply to additional 
transactions (i.e. recharging the smart card). 

Claim 13: Martineau discloses a method as recited in claim 12. Martineau 
also discloses wherein said telecommunications network is a wireless network as was 
discussed above in claim 2. 

Claim 15: Martineau discloses a method as recited in claim 12. Martineau 
also discloses generating a transaction certificate to be used for irrepudiation (Col. 3, 
line 63-col. 4, line 61 , col. 6, line 30-col. 7, line 22, col. 8, lines 59-62, col. 9, 54-58, col. 
1 0, line 51 -col. 1 1 , line 7, and col. 1 3, line 34-col. 1 4, line 1 7). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
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patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claims 9, 4, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martineau (U.S. Patent No. 5,915,226) in view of Baker et al. (U.S. Patent No. 
5,884,292) and further view of JoaoetaL (U.S. Patent No. 6,529,725). 

Claim 9: Martineau discloses a method of loading value over a 
telecommunications network onto a smart card and transacting a purchase with said 
smart card, said method comprising receiving at a mobile telephone handset a request 
from a user to load a value onto said smart card inserted in said handset; generating a 
funds request message which includes said value (Col. 3, lines 23-43, col. 3, line 63- 
col. 4, line 38, and col. 5, line 42-col. 6, line 25); sending the load request message 
over the telecommunications network to an authentication computer arranged to 
authenticate the smart card; sending said funds request message over said 
telecommunications network to a funds issuer computer arranged to debit an account 
associated with said user and removing said smart card from said handset (Col. 2, lines 



However, Martineau does not disclose generating a load request message 
including a first cryptographic signature; receiving a response message which includes 
a second cryptographic signature and an approval to load; and validating said second 



1-5). 
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cryptographic signature. Baker discloses smart card loading system (Abstract, fig.1 , 
Col. 1, line 5-col. 2, line 23, col. 2, lines 62-67, col. 3, lines 22-45, col. 4, lines 15-20) 
including a first cryptographic signature; receiving a response message which includes 
a second cryptographic signature and an approval to load; and validating said second 
cryptographic signature (Col. 6, lines 11-59, col. 8, lines 33-46). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to include these steps in the Martineau's system. One would have been 
motivated to use such steps in order to increase the system security. 

However, neither Martineau nor Baker discloses placing said removed smart 
card in contact with a point-of-sale terminal to provide a contact interface with said 
point-of-sale terminal; and using said point-of-sale terminal to debit said smart card to 
perform a purchase. Joao discloses such steps in an invention that includes smart 
card and mobile telephone (Col. 12, line 66-col. 13, line 65, col. 14, lines 4-51, col. 15, 
lines 19-44, col. 15, line 54-col. 16, line 3, col. 16, line 57-col. 17, line 25, col. 19, line 
8-col. 20, line 15). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to include these steps in the Martineau- 
Baker system. One would have been motivated to use such steps in order to increase 
the system flexibility. 

Claim 4: Martineau discloses a smart card loading system as recited in 
claim 1. Martineau and Baker disclose wherein said authentication computer 
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authenticates said smart card using a first cryptographic signature and generates a 
second cryptographic signature to authenticate a load response, whereby said 
transaction is secured, as was discussed above in claim 9. 

Claim 10: Martineau, Baker, and Joao disclose a method as recited in claim 
9. Martineau also discloses wherein said telecommunications network is a wireless 
network as discussed above in claim 2. 

8. Claims 5, 6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martineau (U.S. Patent No. 5,915,226) in view of Joao et al. (U.S. Patent No. 
6,529,725) 

Claim 5: Martineau discloses a smart card loading system for loading value 
over a telecommunications network onto a smart card, said smart card loading system 
comprising a mobile telephone handset in communication with said telecommunications 
network, said handset including a subscriber identification module, a card reader for 
communicating with a smart card, which is separate from the subscriber identification 
module of the mobile telephone handset, arranged to be inserted in said handset, and 
an input interface for indicating a value to be loaded onto said smart card, said handset 
being arranged to generate a funds request message which includes an authorization 
request certificate; a gateway computer arranged to receive said funds request 
message from said handset over said telecommunications network and to retransmit 
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said funds request message; and a funds issuer computer arranged to receive said 
funds request message to authenticate said smart card using said authorization 
request certificate, and to generate an authentication response certificate for delivery to 
said smart card, whereby said smart card may validate said authorization request 
certificate through the mobile telephone handset and load said value, as was discussed 
above in claim 1 . Martineau does not explicitly disclose wherein the smart card is able 
to be removed from the handset to interface with a point-of-sale terminal through a 
contact interface with the point-of-sale terminal. Joao discloses such steps as was 
discussed above in claim 9. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include these steps in the 
Martineau's system. One would have been motivated to use such steps in order to 
increase the system flexibility. 

Claim 6: Martineau and Joao disclose a smart card loading system as 
recited in claim 5. Martineau also discloses wherein said telecommunications network 
is a wireless network as discussed above in claim 2. 

Claim 8: Martineau and Joao discloses a smart card loading system, as 
recited in claim 5. Martineau also discloses wherein in response to a successful load, 
said handset is arranged to generate a transaction certificate to be used for 
irrepudiation (Col. 3, line 63-col. 4, line 61, col. 6, line 30-col. 7, line 22, col. 8, lines 59- 
62, col. 9, 54-58, col. 10, line 51-col. 11, line 7, and col. 13, line 34-col. 14, line 17). 
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9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martineau (U.S. Patent No. 5,915,226) in view of Joao et al. (U.S. Patent No. 
6,529,725) and further view of Heinonen et al . (U.S. Patent No. 5,887,266). 

Claim 7: Martineau and Joao a smart card loading system as recited in 
claim 6. However, neither Martineau nor Joao discloses wherein said funds request 
message is integrated with the Short Message Service (SMS) channel of said 
telecommunications network. Heinonen discloses such as a step (Col. 1 , lines 49-56, 
col. 8, lines 12-42, and col. 9, lines 50-64). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to use such a 
step in the Martineau-Joao system. One would have been motivated to including this 
step in order to increase the security of the communication. 

10. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martineau (U.S. Patent No. 5,915,226) in view of Baker et al. (U.S. Patent No. 
5,884,292) and further view of Joao et al. (U.S. Patent No. 6,529,725), and further view 
of Heinonen et al. (U.S. Patent No. 5,887,266). 

Claim 1 1 : Martineau, Baker, and Joao disclose a method as recited in claim 
10. However, the references does not disclose wherein said messages are integrated 
with the Short Message Service (SMS) channel of said telecommunications network. 
Heinonen discloses such as a step as was discussed above in claim 7. Therefore, it 
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would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use such a step in the Martineau-Baker-Joao system. One would have 
been motivated to including this step in order to increase the security of the 
communication. 

11. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martineau (U.S. Patent No. 5,915,226) in view of Heinonen et al. (U.S. Patent No. 
5,887,266). 

Claim 14: Martineau discloses a method as recited in claim 13. Martineau 
does not explicitly disclose wherein said messages are integrated with the Short 
Message Service (SMS) channel of said telecommunications network. Heinonen 
discloses such as a step as was discussed above in claim 7. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to use such a step in the Martineau's system. One would have been motivated to 
including this step in order to increase the security of the communication. 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martineau (U.S. Patent No. 5,915,226) in view of Lucera (U.S. Patent No. 5,559,312). 

Martineau discloses a smart card loading system as recited in claim 2. However, 
Martineau does not disclose wherein the card reader is a Europay-Mastercard-Visa 
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type card reader. Lucero discloses such as a step (Abstract). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to use a Europay-Mastercard-Visa type card reader in the Martineau's system. One 
would have been motivated to including this step in order to increase the flexibility of 
the system. 



13. Applicant's arguments with respect to claim have been considered but are moot 
in view of the new ground(s) of rejection. 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro R. Kanof, whose telephone number is 
(703)308-9552. The examiner can normally be reached on weekdays from 8:00 
AM-5:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Hyung S. Sough, can be reached on (703)308-0505. 

1 5. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703)308-1113. 



Response to Arguments 



Conclusion 
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Any response to this action should be mail to: Commissioner of Patents and 
Trademarks c/o Technology Center 3600, Washington, D.C. 20231 , or faxed to: 
(703) 305-7687, (for formal communications intended for entry) or: (703) 308-3961 (for 
informal or draft communications, please label "PROPOSED" or "DRAFT"). 
Hand-delivered responses should be brought to Crystal Park 5, 2451 Crystal Drive, 
Arlington, VA, Seventh Floor (Receptionist). 

PRK-9/16/03. ^ 
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